
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspio.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED rN VENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/693,953 



10/28/2003 



Daniel G. O'Connell 



OCEANIT 



3655 



7590 



09/08/2006 



EXAMINER 



James C. Wray 
Suite 300 

1493 Chain Bridge Road 
McLean, VA 22101 



ART UNIT 



GEISEL, KARA E 



PAPER NUMBER 



2877 

DATE MAILED: 09/08/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Offirc* Arfinn ^nmm^rw 

\Jt f f C7 riui/u// guf ffffffcif jr 


Application No. 

10/693,953 


Applicant(s) 

O'CONNELL, DANIEL G. 


Examiner 

Kara E. Geisel 


Art Unit 

2877 





— 77?e MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on 22 June 2006 . 

2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 2-35.37-39.43-47 and 50-87 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) (EI Claim(s) 3-7.11-21.24-35.37-39.43-47.52-54.57 and 68-87 is/are allowed. 

6) El Claim(s) 22.23.55.56.58-61 and 63-67 is/are rejected. 

7) S Claim(s) 2.8-10.50.51 and 62 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or under 35 
U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or more conditions for 
receiving the benefit of an earlier filing date under 35 U.S.C. 120, 121, or 365(c) as follows: 

The application has not provided the relationship (i.e., continuation, divisional, or continuation in 
part) of application 10/290,528 in the first paragraph of the specification or in an Application Data Sheet. 
Therefore, priority based on this application has not been accepted. 

A reference to the prior application must be inserted as the first sentence(s) of the specification of 
this application or in an application data sheet (37 CFR 1.76), if applicant intends to rely on the filing date 
of the prior application under 35 U.S.C. 1 19(e), 120, 121, or 365(c). See 37 CFR 1 .78(a). For benefit 
claims under 35 U.S.C. 120, 121, or 365(c), the reference must include the relationship (i.e., 
continuation, divisional, or continuation-in-part) of all nonprovisional applications. If the 
application is a utility or plant application filed under 35 U.S.C. 1 1 1(a) on or after November 29, 2000, 
the specific reference to the prior application must be submitted during the pendency of the application 
and within the later of four months from the actual filing date of the application or sixteen months from 
the filing date of the prior application. If the application is a utility or plant application which entered the 
national stage from an international application filed on or after November 29, 2000, after compliance 
with 35 U.S.C. 371, the specific reference must be submitted during the pendency of the application and 
within the later of four months from the date on which the national stage commenced under 35 U.S.C. 
371(b) or (f) or sixteen months from the filing date of the prior application. See 37 CFR 1 .78(a)(2)(h) 
and (a)(5)(ii). This time period is not extendable and a failure to submit the reference required by 35 
U.S.C. 1 19(e) and/or 120, where applicable, within this time period is considered a waiver of any benefit 
of such prior application(s) under 35 U.S.C. 1 19(e), 120, 121 and 365(c). A benefit claim filed after the 
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required time period may be accepted if it is accompanied by a grantable petition to accept an 
unintentionally delayed benefit claim under 35 U.S.C. 1 19(e), 120, 121 and 365(c). The petition must be 
accompanied by (1) the reference required by 35 U.S.C. 120 or 1 19(e) and 37 CFR 1.78(a)(2) or (a)(5) to 
the prior application (unless previously submitted), (2) a surcharge under 37 CFR 1.17(t), and (3) a 
statement that the entire delay between the date the claim was due under 37 CFR 1.78(a)(2) or (a)(5) and 
the date the claim was filed was unintentional. The Director may require additional information where 
there is a question whether the delay was unintentional. The petition should be addressed to: Mail Stop 
Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time period set forth 
in 37 CFR 1 .78(a), but not in the first sentence(s) of the specification or an application data sheet (ADS) 
as required by 37 CFR 1 .78(a) (e.g., if the reference was submitted in an oath or declaration or the 
application transmittal letter), and the information concerning the benefit claim was recognized by the 
Office as shown by its inclusion on the first filing receipt, the petition under 37 CFR 1.78(a) and the 
surcharge under 37 CFR 1. 17(t) are not required. Applicant is still required to submit the reference in 
compliance with 37 CFR 1.78(a) by filing an amendment to the first sentence(s) of the specification or an 
ADS. See MPEP § 201.11. 

Claim Objections 

Claims 2, and 8-10 are objected to under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim since all the subject matter of claims 2 
and 8-10 are included in the parent claim 1 1, from which they depend. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form. 

Claims, 50-51 and 60 are objected to because of the following informalities: 

Claim 5 1 is objected to for being dependent on a cancelled claim. 

Claims 50 and 60 are objected to for being duplicates of each other. 
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Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

Claims 22-23, 55-56, 58-60, and 63-65 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed invention. 

In regards to claim 22, which adds the limitation of a two-dimensional ordered array of shaped 
regions formed on the photoresist coating in addition to the parent claim's crossed-grating interference 
pattern on the photoresist coating formed by holographic exposure, the specification does not provide for 
having both a crossed-grating interference pattern and a two-dimensional ordered array of shaped regions 
formed on the photoresist coating at the same time. The specification only provides these options in the 
alternate form of one or the other formed on the photoresist coating (see the specification, page 5, lines 4- 
10). 

In regards to claims 55 and 58, which adds the limitation of a two-dimensional ordered array of 
shaped regions on the photoresist coating in addition to the parent claim's crossed-grating interference 
pattern on the photoresist coating formed by holographic exposure, the specification does not provide for 
having both a crossed-grating interference pattern and a two-dimensional ordered array of shaped regions 
formed on the photoresist coating at the same time. The specification only provides these options in the 
alternate form of one or the other formed on the photoresist coating (see the specification, page 5, lines 4- 
10). 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 66-67 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

In regards to claim 66, lines 4-5, "wherein... material selected from the group," is indefinite, 
because there is no group to select from. 

Claims, which are dependent from claim(s) 22, 55, 58, and 66 inherit the problems of these 
claim(s), and are therefore also rejected under 35 U.S.C. 1 12 first and second paragraph. 

Allowable Subject Matter 

Claims 3-7, 11-21, 24-35, 37-39, 43-47, 52-54, 57, and 68-87 are allowed over the prior art of 
record for the reasons set forth in the previous Office Action (paper number 0306). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Kara E Geisel whose telephone number is 571 272 2416. The examiner can normally be 
reached on Monday through Friday, 8am to 4pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Gregory J. Toatley, Jr. can be reached on 571 272 2800 ext. 77. The fax phone number for the 
organization where this application or proceeding is assigned is 571 273 8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




F.L. Evans 
Primary Examiner 
Art Unit 2877 



KEG 

August 25, 2006 



